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1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 12-14 and 19-24 are finally rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. In claim 12, line 5, and claim 
22, line 2, "or" should be -and-. 

In claim 19, lines 1-2, "wherein the... a second position," is double recitation and 
should be deleted, as such is already defined by the reference to claim 1 in line 4. In 
line 6, "said accessories" is indefinite, as no particular "accessories" have been 
positively defined nor related in combination with the defined structure so as to 
distinguish particular accessories being in the container. See also the subsequent 
reference in claim 23, line 3. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-3 and 5-14 are finally rejected under 35 U.S.C. 102(b) as being 
anticipated by Hung (5,915,554). Disclosed is a container (21 and 25) comprising a top 
portion (21 ) pivotally connected to a base portion (25), each of the top portion and the 
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base portion having an interior (inwardly spaced from the peripheral area of the 
respective portion) and an exterior (the peripheral area of the respective portion), a 
holder (10) removably mounted to a selected portion of the container, said selected 
portion comprising the interior (spaced from the periphery of the top portion) of one of 
the top portion or the base portion, and further comprising sides that define a periphery 
(11, 11, 14, 14, 12 and 15), the holder having a storage area accessible from the interior 
of the container when the holder is inserted in a first position (see Figures 2, 3 and 5) 
and accessible from the exterior of the container when the holder is inserted in a second 
position (see Figures 5 and 6), and a passageway adapted to slidably receive the holder 
through one of the sides (the exterior side) of the selected portion. 

As to claim 2, the container (21 and 25) comprises a toolbox. 

As to claim 3, the holder is adapted to receive accessories. 

As to claims 5, 7-8, 12 and 14, portions (280, 230, 28; apertures 19 and 90) may 
be characterized as a bracket to secure the holder therein. 

As to claims 6, 9 and 11, disclosed are rails (110 or 140) mating with slots (230 
and 280). 

As to claim 10, the portion of the base portion receiving the shown handle may 
be characterized as an "extended portion". 

As to claims 12 and 13, the holder (10) further includes a transparent door (15). 

5. Claims 19-21 and 23-24 are finally rejected under 35 U.S.C. 102(b) as being 
anticipated by Hung. The structure of Hung has been explained above. Hung discloses 
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inserting the holder (10) in a position (Figure 3) so that contents of the holder will not be 
accessible from the exterior of the container. The reference to "theff is merely intended 
use. A recitation of the intended use of the claimed invention must result in a structural 
or step difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 

As to claims 20 and 21, a clasp (110) as a means for retaining is disclosed. 

As to claims 23 and 24, see Figures 3 and 5 and the clasp (110). 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 22 is finally rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hung. To dispose the extension (110) on one of the portions as opposed to the holder 
would have been an obvious reversal of parts from the disclosure of Hung. 

8. Applicant's arguments with respect to claims 1-3, 5-14 and 19-24 have been 
considered but are moot in view of the new ground(s) of rejection. See the detailed 
explanations above. 
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9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bryon P. Gehman whose telephone number is (571) 
272-4555. The examiner can normally be reached on Monday through Wednesday 
from 5:30am to 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu, can be reached on (571 ) 272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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